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REMARKS 

The Examiner rejected claims 5, 16 and 23 under 35 U.S.C. § 1 12, first paragraph, as 
allegedly failing to comply with the enablement requirement. 

The Examiner rejected claims 10 and 2 1 under 35 U.S.C. § 1 1 2, second paragraph, as 
allegedly being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

The Examiner rejected claims 1, 3. 7-9, 12-14 and 1 8-20 under 35 U.S.C. § 102(b) as 
allegedly being anticipated by US Pat No 6,000,000 issued to Hawkins et al. (hereafter Hawkins 
'000), as best examiner is able to ascertain. 

The Examiner rejected claims 2, 4, 6, 11, 15, 17 and 22 under 35 U.S.C. § 103(a) as 
al legedly being unpatentable over Hawkins *000. 

Applicants respectfully traverse the §1 12, §102 and §103 rejections with the following 
arguments. 
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SS ILS. C. §112, Fir s t Paragraph: C laims 5 and 16 

The Rxamincr rejected claims 5, 16 and 23 under 35 U.S.C. § 1 12, first paragraph, as 
allegedly failing to comply vvilh the enablement requirement. 

The Kxumincr alleges: -'Claim 5 and 16 recite "wherein executing a first tn.sk on Ihe first 



executing the first task by the second agent." The specification does not enable one of ordinary 
skill in the art lo make and use the invention because the specification docs not describe how to 
make an indirect call." 

In response, Applicants refer to page 6, lines 3-9 or the specification, which recites: 
•'Processing a task by a first agent means causes the task to be executed by the first agent or by a 
second agent that is dircclly or indirectly called by ihe first agent. As an example, if a first agent 
calls a second agent, Lhen the first agent has directly called the second ageni. As another 
example, if a first agent calls a second agent and the second agent calls a third agent, then the 
first agent has indirectly called the third agent. Generally, an agent A, indirectly calls an agent 

A M if agent A ; calls agent A>, agent A 2 calls agent A, and agent A M ., calls agent A N1 , wherein 

M *3. An agent A is said to "call" an agent B if the agent A initiates execution of the software 
code of the agent fV* (emphasis added). 

In addition, Applicants illustrate the indirect calling of an agent in FIG. 4 and the 
description thereof on page 8, lines 16-18 of the specification, which recites: "Agent A { calls 
agent A 2 , agent A 2 calls agent A A , and agent A 3 executes the task T 3 which updates databases D.„ 
and which illustrates ageni A ; directly calling agent A 3 and indirectly calling agent A 4 " 
(emphasis added). 
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pproved control document includes indirectly calling a second agent by the first agent and 
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Based on the preceding arguments. Applicants respectfully contend that the rejection of 
claims 5 and 16 under 35 U.S.C. §112, first paragraph is improper and should be withdrawn. 



09/9(55,146 



PAGE 12119 1 RCVD AT 1/14/2004 10:48:45 AM [Eastern Standard Time] * SVR:USPT0-EFXRF-1/2 ' DNIS:8729306 * CSID: ' DURATION (rnm-ss):O4-00 



JAN- 14-04 'WED 11 : 03 AM 



FAX NO. 



P. 13 



?5J15JlJtll^™ ri & _Para graph; Claim 23 

The examiner rejected claims 5 and 16 under 35 U.S.C § 1 12, first paragraph, as 
allegedly failing lo comply with the enablement requirement. 

The Examiner alleges: "Claim 23 recites a computer usable medium having a computer 
readable code embodied therein, said computer readable code including an agent adapted to 
process an approved control document on a dynamically changing list of control documents." 
The specification does not describe how an agent is, (i) included in a computer readable code, 
and (ii) adapted to process an approved document." 

In response to the issue of computer readable code. Applicants note that an agent is 
computer executable code by definition. See specification, page 3, lines 14*15 which recites: 
"An "agent 1 ' is a computer executable program or software that functions as a background 
process within the operating system environment Applicants further contend that computer 
executable code is inherently computer readable, since a computer cannot execute code thai it 
cannot read. 

Tn response lo the issue of how an agent is adapted lo process an approved document, 
Applicants refer to page 5, line 19 - page 6, line 3 of the specification, which recites; "An agent 
that processes a control document processes some or all of the tasks that exist on the control 
document, by executing tasks and/or by calling one or more oiher agents to execute some or all 
of the tasks. Inasmuch as a task comprises updating the database structure, "executing " a task 
comprises executing code that actually updates die database structure. Processing a task by a 
first agent means causes the task to be executed by the first agent or by a second agent that is 
directly or indirectly called by the first agent.". 
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Applicants additionally refer 10 page 6, lines- 14-17, line 3 of the specification, which 
recites: "When an agent finds an approved conirol document, the agent processes the control 
document, which includes executing at least one lask on the approved control document, 
lixeculing a lask on Ihe approved control documcnl includes updating the database structure as 
discussed infra in conjunction with FIG. 3.". 

Hased on the preceding arguments. Applicants respectfully contend that the rejection of 
claim 23 under 35 U.S.C. §112, first paragraph is improper and should be withdrawn. 
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35lJj j r C S112, Sec on d Paragraph 

The Bxmninor rejected claims LO and 21 under 35 U.S.C. §1 12, second paragraph, as 
allegedly being indefinite for fniling to particularly point out and distinctly claim the subject 
manor which applicant regards as the invention. 

The Kxaminer alleges: "Claims 10 and 21 contain the trademark/trade name Lotus, Lotus 
Domino and Lotus Notes. Where a trademark or trade name is used in a claim as a limitation to 
identify or describe a particular material or product, the claim does not comply with the 
requirements of 35 U.S.C. J 12, second paragraph. Sec Ex parte Simpson, 218USPQ 1020 (Bd. 
App. 1982). The claim scope is uncertain since the trademark or trade name cannot be used 
properly to identify any particular material or product. A trademark or trade name is used to 
identify a hourcc of goods, and not the goods themselves. Thus, a trademark or trade name docs 
uol identify or describe the goods associated with the trademark or trade name. In the present 
case, the trademark/trade name is used to identify/describe a database structure and, accordingly, 
the identification/description is indefinite." 

In response, Applicants have amended the specification and claims 10 and 21 to clarify 
the invention. 
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gSUjUL S 102(h) 

The Examiner rejected claims 1, 3,7-9, 12-14 and 18-20 under 35 U.S.C § 102(b) us 
allegedly being anticipated by US Pat No 6,000,000 issued to Hawkins ct at. (hereafter Hawkins 
'000), as best examiner is able 10 ascertain. 

Applicants respectfully contend that Hawkins does not anticipate claims I and 12, 
because Hawkins does not teach each and every feature of claims 1 and 12. For example, 
Hawkins does not teach "a dynamically changing list of control documents" (emphasis added). 

The Examiner argues: "Hawkins '000 discloses a method for updating a database 
structure, comprising: generating a dynamically changing list of control documents [sync registry 
item 430 per Fig 4 and col 5, line 54 through col 6, line 3]". 

In response to the preceding argument by the Examiner, Applicants respectfully contend 

that ihe only list mentioned in col. 5, line 54 - col. 6, line 3 of Hawkins is a list of conduit 

libraries. However, a list of conduit libraries is not a list of control documents. A conduit library 

is computer code (see Hawkins, col. 5, lines 4 1-43) and not a control document. A control 

document is defined on page 3, lines 10-1 1 of Applicants' specification which recites: "A 

"control document" is a document that comprises a list of tasks to be performed by an "agent"". 

Since a conduit library (which is computer code) is not a list of tasks to be performed by an 

♦ 

agent, Applicants maintain that the list of conduit libraries disclosed by Hawkins is not a list of 
control documents, as required by claims 1 and 12. 

Since the Examiner has not identified a list of control documents in Hawkins, and since 
Ihe remaining features of claims 1 and 12 involve "a first approved control document on the list" 
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ihc examiner's remaining arguments relating 10 claims 1 and 12 make no sense and cannot be 
cvaluaicd by Applicants. 

Applicants respectfully request that the Examiner clearly identify specific language in 
Hawkins thai allegedly teaches or suggests the features of claim 1 and 12, with particular 
attention paid to: "list of control documents", "first agent", "first approved control document on 
the li.sf . Applicants are requesting that the Examiner be very specific in identifying each of the 
preceding features in claim 1 and 12 in Hawkins, so that Applicants can reasonably comprehend 
the fcxurrriner's argument. Applicants note that the terms "control document" and "agent" arc 
precisely defined on page 1 of Applicants' specification, and the claims of the present invention 
are carefully constructed in accordance with said definitions of "control document" and "agent". 

Based on the Applicants' preceding arguments, Applicants respectfully maintain that 
Hawkins does not anticipate claims 1 and 12, and that claims 1 and 12 arc in condition for 
allowance. Since claims 2-1 1 depend from claim 1, Applicants contend that claims 3 and 7-9 are 
likewise in condition for allowance. Since claims 13-22 depend from claim 12, Applicants 
contend that claims 13-22 are likewise in condition for allowance. 
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351I.S.C .§t03fo) 

The Examiner rejected claims 2, 4, 6, 1 1, 15, 17 and 22 under 35 U.S.C. § 103(a) as 
allegedly being unpatentable over Hawkins 'OOO. 

Since claims 2, 4, 6. and 1 1 depend from claim 1, which Applicants have argued supra to 
be patentable under 35 U.S.C. § 102(b), Applicants maintain that claims 2, 4, 6, and 1 1 are not 
unpatentable under 35 U.S.C. § 103(a). 

Since claims 15, 17 and 22 depend from claim 12, which Applicants have argued supra lo 
be patentable under 35 U.S.C. § 102(b), Applicants maintain that claims 15, 17 and 22 arc not 
unpatentable under 35 U.S.C. § 103(a). 
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PONCHISION 

Based on the preceding arguments, Applicants respectfully believe thai all pending clai 
and ihc entire application meet the acceptance criteria for allowance and therefore request 
favorable action. If the Examiner believes that anything further would be helpful to place the 
application in better condition for allowance, Applicants invites the Examiner to contact 
Applicants' representative at the telephone number listed below. 



n:,t K 



Schmeiser, Olscn & Wails 
3.1 .ear Jet Lane, Suite 201 
Latham. New York 12110 
(518) 220-1850 



J^ck P. Friedman 
Registration No. 44,688 
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